Appl.No. 10/689,071 

Amdt. dated March 2, 2005 

Reply to Office Action of December 6, 2004 

REMARKS 

Applicants acknowledge with appreciation the Examiner's careful review and 
consideration of their application. Applicants respectfully request the Examiner to enter this 
Amendment, reconsider the objections and rejections, and allow this application. 

Applicants acknowledge with appreciation that claim 18 and its dependent claims are 
free of prior art. 

The amended claims 

Applicants' amended claims do not introduce new matter and do not present new 
issues and do not require a new search. Applicants respectfully submit the amended claims 
in an effort to advance prosecution. 

Applicants have amended claims 18, 39, and 40 to overcome the objections as 
discussed hereinbelow. The amendments are intended to avoid an estoppel. 

The spelling corrections in claims 1 8 and 39 do not limit claim scope and avoid any 
estoppel. 

Applicants amended claim 39 to recite that the organomolybdenum compositions are 
prepared while avoiding a volatile organic solvent. This is supported by the specification 
throughout, and the Examiner's attention is invited to the first paragraph after the header 
"Technical Field"; page 6, lines 9-13; page 10, line 25 to page 11, line 3; and page 12, lines 
1 1-13 as examples. The amendment avoids an estoppel. 

Applicants also amended claim 39 to recite in the absence of sulfur-containing 
reactants. This is supported by the specification throughout, and the Examiner's attention is 
invited to the first paragraph after the header "Technical Field"; page 6, lines 6-7; and page 
13, lines 5-10, as examples. 

Applicants amended claim 39 to recited less than 47.4 mgKOH/g based on the 
passages cited by the Examiner in the Office Action. 

Applicants amended claim 40 as an independent claim. Claim 40 was not rejected 
over any prior art. 
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Applicants amended claim 45 consistent with their specification throughout, and call 
attention to the paragraph after the header "Technical Field", page 6, lines 6-7, and page 13, 
lines 5-10, as examples. The language concerning substantially sulfur- free finds support in 
the specification in the paragraph bridging pages 12-13, as an example. The language 
regarding wt % content of molybdenum finds support throughout the original specification 
and also appears in previously pending claims. The amendments avoid an estoppel. 

Applicants amended claims 48 and 5 1 to change "degrees Celsius" to "°C" to be 
consistent with the other previously pending claims. This amendment avoids estoppel. 

Claim 54 was not rejected over any prior art in the Office Action. Applicants 
amended claim 54 as an independent claim. Claim 54 includes the language concerning 
molybdenum content based on previously pending claims. 

Applicants amended claims 55 and 56 consistent with the specification as a whole and 
to recite more clearly the antecedant for 'composition.' The Examiner's attention is 
respectfully invited to the specification at page 6, lines 6-9 and page 11, lines 15-17. As 
amended, claim 55 depends from allowable claim 54. These amendments avoid an estoppel. 

There is no new matter. 

Applicants respectfully traverse the rejection based on new matter as to claims 39 and 
45, plus their dependent claims. 

Applicants respectfully submit claims 39-44 pertain to patentable embodiments that 
are consonant with the claims in their parent patent. It is respectfully pointed out that the 
present Examiner was examiner of record the parent application, which is now the parent 
patent (U.S. Patent 6,645,291 B2 (Nov. 11, 2003)). 

The compositional recitations in present claim 39(a)-(c) are based on claims this 
Examiner previously held patentable and supported by this specification. This application is 
entitled under 35 U.S.C. §120 to the benefit of U.S. Patent No. 6,645,291 B2. This Examiner 
previously considered and approved Applicants' Preliminary Amendment in the parent 
application (from which U.S. Patent No. 6,645,291 B2 was granted). That Preliminary 
Amendment specifically stated in the Remarks: 
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Claims 39-44 have been added as new claims. These claims are directed to 
organomolybdenum compositions with particular properties, a process for 
preparing such compositions, and a product by process claim. While a volatile 
organic solvent is not required in the present invention, it need not be excluded, 
and the incorporation of a solvent is still within the scope of the present invention. 
Support for these claims can be found on page 6, lines 9-13; page 6, lines 22-33; 
page 7, lines 1-5; page 10, lines 22-25; and page 11, lines 1-3 of the application 
as originally filed. No new matter has been added. 

Preliminary Amendment, page 3, in appln. 10/067,768. The Examiner agreed inasmuch as 
the claims presented in the parent application that relate to present claim 39 herein were 
accepted and ultimately issued in U.S. Patent No. 6,645,29 1B2. More particularly, the 
present version of claim 39 relates to claims 40, 41 and 42 in U.S. Patent No. 6,645,291 B2. 

However, in order to expedite prosecution, claim 39 recites less than 47.4 mg KOH/g, 
which is comparable to less than 50 mg KOH/g, based on the Examples herein. 

Applicants’ claims 45 et seq. are also based on their original application, and they call 
attention to claims 25-36 that the present Examiner allowed in their parent patent, U.S. 
Patent No. 6,645,291 B2. The specification describes improving deposit performance and 
attention is respectfully directed, for instance, to page 6, lines 15-20, and page 10, line 6 to 
page 12, line 10. 



Claims 39, 41-44, 45-53 and 57 are patentable over the Nalesnik et al. reference. 

Applicants respectfully submit that claims 39, 41-44, 45-53 and 57 define novel and 
unobvious inventions over the Nalesnik et al. reference. The Nalesnik reference requires a 
carbon disulfide reactant and in Example 4 requires isopropyl alcohol. The alcohol is not a 
required reactant or solvent in the present inventions of claims 39 and 45. Claim 39 and 
claim 45 also do not require sulfur-containing reactants (carbon disulfide). The reference 
would not have suggested the molybdenum content in the claims. 



Applicants request reconsideration and with withdrawal of 
the common law obivousness-tvpe double patenting rejection. 

Applicants respectfully traverse the common law obviousness type double patenting 

rejection. The claims herein would not have been suggested by the invention of claims 1-34 
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of U.S. Patent No. 6,509,303. The claims herein would not have been considered obvious 
from claims 1-44 in Applicants' U.S. Patent No. 6,645,921. However, without prejudice, and 
in an effort to resolve issues towards an allowance, a terminal disclaimer is submitted 
herewith. The undersigned has received authorization to submit this terminal disclaimer on 
behalf of Applicants' assignee. 

Conclusion: 

Applicants respectfully submit they have endeavored to respond fully to the Office 
Action. If the Examiner has any questions or concerns, please contact the undersigned to 
arrange for a personal interview. Applicants earnestly, but respectfully, solicit a Notice of 
Allowance. 



Respectfully submitted, 



By: 

Kendrew H. Colton 
Reg. No. 30368 
Tel: 202-419-7000 
Fax: 202-419-7007 

CUSTOMERNa 42798 
Fitch Even Tabin & Flannery 
1801 K St. NW- Suite 401L 
Washington, DC 20006-1201 
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